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after SIX (6) MONTHS from the mailing date of this communication. 
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1. Applicants' election of Group I, claims 35-108 without 
traverse is acknowledged. Claims 109-122 are withdrawn from 
further consideration on the merits as non-elected claims. 



2. The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. 



3. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting 
rejection is appropriate where the conflicting claims are not 
identical, but at least one examined application claim is not 
patentably distinct from the reference claim (s) because the 
examined application claim is either anticipated by, or would 
have been obvious over, the reference claim (s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) or 1.321(d) may be used to overcome an actual or 
provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is 
shown to be commonly owned with this application, "or claims an 
invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent 
of record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 
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Claims 35-108 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over 
claims 1-24 of U.S. Patent No. 6,614,470. Although the 
conflicting claims are not identical, they are not patentably 
distinct from each other because: 

With regard to claim 35, claim 35 is an obvious variant and 
encompassed by claim 1 of the Patent' 470. 

With regard to claims 36-42, claims 36-42 correspond to 
claims 2-6 of the Patent' 470. 

With regard to claim 43, Official Notice is taken for a 
disk storage medium. 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
the data storage device of claim 42 so as to obtain a disk 
storage medium because the modification of the data storage 
medium with a disk storage medium would allow a user to store 
digital images with less cost and more reliability. 

With regard to claims 44-46, Official Notice is taken for a 
printer (in claim 44), electronic mail transmission 
(in claim 45) and wireless command (in claim 46) . 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
the system of claim 1 so as to incorporate the printer, 
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electronic email transmission or wireless command in order to 
provide hard copies from the digital images, transmit the images 
via email and control the system by wireless remote control 
because the incorporation of those items would allow a user to 
have more choices to distribute the images and thereby to 
provide more efficiency the system in claim 1. 

Claims 47-61 recite what was previously discussed with 
respect to claims 35-46. 

With regard to claim 62, claim 62 is an obvious variant and 
encompassed by claim 8 and 9 of the Patent' 470. It should be 
noted that claimed display system I met by television receiver. 

Claims 63-73 and 74-102 recite what was previously 
discussed with respect to claims 36-46. 

With regard to claims 103 and 105, claims computer readable 
medium is met by a processor of claim 1 since the processor is 
inherently included computer programs having computer 
instructions . 

Claims 94-102 recites what was previously discussed with 
respect to claim 36-46. 

With regard to claims (103, 104) and (105, 106), claims 
(103 and 104) and (105 and 106) are an obvious variant and 
encompassed by claims 18. 
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With regard to claims 107 and 108, Official Notice is taken 
for claimed "printing device" in claim 107 and storage device in 
claim 108. 

Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify 
the apparatus of claims 17 and 18 so as to incorporate a 
printing device or storage device in order to obtain the claimed 
apparatus including a printing device and storage device because 
the modification of the apparatus of claim 17 and 18 would allow 
a user to provide hard copies and store digital images in a hard 
drive and there by to provide a user with more selections of 
image distributions. 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 105 is rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter as 
follows. Claim 105 defines a computer program embodying 
functional descriptive material. However, the claim does not 
define a computer readable medium or memory and is thus non- 
statutory for that reason. That is, the scope of the presently 
claimed computer program product can range from paper on which 
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the program is written, to a program simply contemplated and 
memorized by a person. 

5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to TUAN HO 
whose telephone number is (571) 272-7365. The examiner can 
normally be reached on Mon-Fri from 7AM to 4PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's acting supervisor, David Ometz can 
be reached on (571) 272-7593. The fax phone number for the 
organization where this application or proceeding is assigned is 
(571) 273-8300. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
Customer Service whose telephone number is (571) 272-2600. 




Primary Examiner 
Art Unit 2622 



